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- ThQ MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[3 Responsive to (X)mmunication(s) filed on 04 August 2005 . 
2a)l3 This action is FINAL. 2b)M This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1.2,6-8 and 10-14 is/are pending in the application. 

4a) Of the above claim(s) 11-14 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 12 Claim(s) 1-2. 6-8. 10 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 13 Claim(s) 1,2.6-8 and 10-14 are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0^ 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(8) 

1) □ Notice of References Cited (PTO-892) 4) D Interview Summary (PTOSIS) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mall Date 1016 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such fiill, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-2, 6-8, 10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to conply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Specifically, in claim 1, the newly added limitation is nowhere disclosed in the 
specification. Throughout the specification, applicants recite that the brazing material holds in 
the solder-rising preventing grooves without specifying whether that brazing material is the 
melted one. Also, with respect to the unmelted brazing material, it is nowhere disclosed in the 
specification. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the . 
subject matter which the applicant regards as his invention. 

4. Claims 1-2, 6-8, 10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, it is unclear as to what structural limitation applicants are attenqDting to recite 
and where the newly added limitation is disclosed in the specification as on pages 4-5 and 
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throughout the specification, appHcants only disclose that the brazing material holds in the 
solder-rising grooves without specifying whether the brazing material is the melted one. Also, it 
is unclear as to where the unmelted brazing material is disclosed in the specification. 

Claim Rejections - 35 USC§103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are appUed for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. Claim 1-2, 6-8, 10 are rejected under 35 U.S.C. 103(a) as obvious over Usui et al 
(4,948,774 or 5,026,61 1) alone or in view of JP 08-141413 and Nonnenmann et al (4,248,186). 

Usui et al discloses a metallic carrier for a catalytic converter con^rising: 
a corrugated sheet 4 made of metal; 
a flat sheet 3 made of metal; 

a core 1 formed by superposing the corrugated sheet and the flat sheet one on another and 
by rolling the corrugated sheet and the flat sheet in multiple times; 



Application/Control Number: 09/768,512 Page 4 

Art Unit: 1764 

a brazing material surrounding an outer periphery of an exhaust gas outlet side and an 
exhaust gas inlet side of the core; and 
a metallic outer cylinder 6; 

wherein an assembly including the core and the brazing material is forcedly enclosed in 
said metallic outer cylinder 6 (col. 7, lines 25-30 in Usui '774 and col. 6, lines 25-32 in Usui 
'661); 

wherein the metallic outer cylinder 6 is subjected to heat treatment to join the corrugated 
and flat sheets, and to join an inner periphery of the metallic outer cyUnder and an outer 
periphery of the core by the brazing material; and 

wherein at least one solder-rising preventing groove 7 is defined over an entire 
circumference of the inner periphery of the outer cylinder 6 at a position located on an exhaust 
gas inlet side of an area for joining the core. 

Although Usui et al is silent as to whether the corrugated sheet and the flat sheet may be 
diffusionally joined, such diffusion joining is directed to method limitation which is of no 
patentable moment in apparatus claims. 

It appears that the claim is a product-by-process claim and when the patentability of a 
product-by-process claim is determined, the relevant inquiry is whether the product itself is 
patentable. In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). If a product is 
the same as or would have been obvious to one having ordinary skill in the art fi'om a product of 
the prior art, the product is unpatentable even though the prior art product was made by different 
process. In re Thorpe, 111 F.2d 695, 697, 227 USPQ 964, 966 (Fed Cir. 1985). 
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Since the product of the instant claim is substantial the same as that of Usui et al, it is 
unpatentable even though the product of Usui et al may be made by different process. 
Similar, the features of "brazing foil material wound around" and "press-fitted" are directed to a 
method of manufacturing the metallic carrier which are of no patentable moment in apparatus 
claims for the same reasons set forth above. It should be noted that the method of forming the 
device is not germane to the issue of patentability of the device itself 

Note that since the core and the brazing material in Usui et al is forcedly enclosed in said 
metallic outer cylinder 6 (col. 7, lines 25-30 in Usui '774 and col. 6, lines 25-32 in Usui '661) 
which is considered as "press-fitted". 

In any event, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to select an appropriate method for connecting the sheets and using 
the brazing foil for joining the core to the outer cylinder as taught by JP 08-141413 and press- 
fitting the core and brazing material into the outer cylinder as taught by Nonnenmann et al in the 
apparatus of Usui et al, as an alternative method of manufacturing the metallic carrier, as such is 
conventional in the art and no cause for patentability here. 

With respect to the newly added limitation, it is unclear as to what applicants are 
attenuating to recite as discussed in the 1 12 rejection above, apparently the newly added 
limitation introduces new matter. Therefore, the difference between applicants' claim carrier and 
that of the prior art cannot be identified by the specification of the instant application. As best 
understood, the newly added limitation is directed to method of making which is of no patentable 
moment in apparatus claims and since after being melted, the instant brazing material holds in 
the groove which is the same as that of Usui et al. As set forth above, when the claim is a 
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product-by-process claim and when the patentability of a product-by-process claim is 
determined, the relevant inquiry is whether the product itself is patentable. In re Broym, 459 F,2d 
53 1 , 535, 173 USPQ 685, 688 (CCPA 1972). If a product is the same as or would have been 
obvious to one having ordinary skill in the art from a product of the prior art, the product is 
unpatentable even though the prior art product was made by different process. In re Thorpe, 111 
F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Since the product of the instant claim is substantial the same as that of Usui et al, it is 
unpatentable even though the product of Usui et al may be made by different process. It should 
be noted that the method of forming the device is not germane to the issue of patentability of the 
device itself 

In any event, in Usui '774, one of the brazing materials 8 locates at the exhaust outlet 
side and one of the grooves 7 locates at the exhaust inlet side and therefore the carrier of Usui 
'774 meets the instant claim. 

With respect to claim 8, Usui et al '774 discloses that the grooves may be formed in a 
variety of fashions and not limited to the illustrated embodiments (col. 4, hnes 26-37). 

Furthermore the shape of the grooves is not considered to confer patentability to the 
claim. It would have been an obvious matter of design choice to select an appropriate shape for 
the grooves, since such a modification would have involved a mere change in the shape of a 
component. A change in shape is generally recognized as being within the level of ordinary skill 
in the art, absence showing any unexpected results. In re Dailey, 357 F.2d 669, 149 USPQ 47 
(CCPA 1966). 
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With respect to claim 10, it would have obvious to one having ordinary skill in the art to 
construct the groove at only one end of the outer cylinder, if one willing to forgo its benefit of 
having the brazing material at both ends thereof and since providing the brazing material at only 
one end would have been enough to hold the carrier within the casing. 

Response to Arguments 
8. Applicant's arguments filed 8/4/05 have been fully considered but they are not 
persuasive. 

Applicants argue that based on pages 3, 6, 7 of the instant specification, the terms 
"melted' and "unmelted" are clearly supported by the specification. Such contention is not 
persuasive as set forth above, throughout the specification, applicants recite that the brazing 
material holds in the solder-rising preventing grooves and have never specify that whether the 
brazing material is the melted one. Also, the phrase of "unmelted" brazing material has never 
been mentioned in the instant specification. It is unclear as to whether appUcants are attempting 
to recite the method of making the carrier or the carrier itself 

Applicants argue that nowhere do the appUed references teach or suggest at least "the 
"unmelted brazing foil material is not disposed in the solder-rising preventing groove" since 
Usui et al '774 discloses that the grooves 7 serve to retain the unmelted brazing material 8. Such 
contention is not persuasive since the grooves 7 of Usui et al serve to retain all brazing material 8 
when it is melted and thereby to prevent the melted brazing material from flowing out of the 
carrier (col. 5, Unes 12-18). With respect to the recitation of "unmelted brazing foil material is 
not disposed in the solder-rising preventing groove", it is noted that such recitation is nowhere 
disclosed in the instant specification and therefore introduces new matter. Accordingly, the 
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difFerence between applicants' claim carrier and that of the prior art cannot be identified by the 
specification of the instant application. As best understood, the newly added limitation is 
directed to method of making which is of no patentable moment in apparatus claims and since 
after being melted, the instant brazing material holds in the grooves which is the same as that of 
Usui et al. 

As set forth above, when the claim is a product-by-process claim and when the 
patentability of a product-by-process claim is determined, the relevant inquiry is whether the 
product itself is patentable. In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). 
If a product is the same as or would have been obvious to one having ordinary skill in the art 
from a product of the prior art, the product is unpatentable even though the prior art product was 
made by different process. In re Thorpe, 111 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 
1985). 

Since the product of the instant claim is substantial the same as that of Usui et al, it is 
unpatentable even though the product of Usui et al may be made by different process. It should 
be noted that the method of forming the device is not germane to the issue of patentability of the 
device itself 

Applicants argue that the fine recesses 7 of Usui et al '61 1 do not prevent the molten 
brazing material from flowing toward the gas inlet side of the honeycomb structure 2. Such 
contention is not persuasive as Usui et al '61 1 discloses that the fine recesses 7 are not provided 
at marginal portions contiguous to opposite ends of the honeycomb structure 2 and the fine 
recesses serve to promote the penetration of the molten brazing material, e.g. to prevent the 
molten brazing material from flowing toward the ends of the honeycomb structure. 
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Applicants argue that the Usui *61 1 fails to disclose that the unmelted brazing material is 
disposed on one end, but not on the other end. Such contention is not persuasive as the language 
of the instant claims is not commensurate in scope with such argument. Furthermore, the same 
arguments with respect to the product-by-process claim apply. 

Conclusion 

9. TfflS ACTION IS MADE FEVAL. AppUcant is reminded of the extension of time 
poUcy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pxu*suant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hien Tran whose telephone number is (571) 272-1454. The 
examiner can normally be reached on Tuesday-Friday from 7:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1454. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for pubUshed appKcations 
may be obtained from either Private PAIR or PubUc PAIR. Stattxs information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




HT 

October 16, 2005 



Hien Tran 
Primary Examiner 
Art Unit 1764 



